TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore ABRAMS, FRANKFORT and McQUADE, Adm nistrative Patent

Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-5, which constitute all of the

clainms of record in the application.
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The appellants’ invention is directed to a sl eeve of
t hernopl astic material which is provided with a heating
el ement for producing a weld connection, and is equi pped with
a nmeans to indicate when the weld joint has been nade. The
clains before us on appeal have been reproduced in an appendi X
to the Brief.

THE REFERENCES
The references relied upon by the exam ner to support the

final rejection are:

Sturm 4,117, 311 Sep. 26,
1978
Kunnecke et al. (Kunnecke) 4,703, 150 Cct. 27,
1987

THE REJECTI ON

Clainms 1-5 stand rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Sturmin view of Kunnecke.

Rat her than attenpt to reiterate the exam ner’s ful
comentary with regard to the above-noted rejection and the
conflicting viewpoints advanced by the exam ner and the
appel lants regarding it, we nake reference to the Exam ner’s
Answer (Paper No. 13) and to the Appellants’ Briefs (Papers

No. 12 and 14).
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OPI NI ON

The test for obviousness is what the conbi ned teachings
of the prior art would have suggested to one of ordinary skil
in the art. See, for exanple, In re Keller, 642 F.2d 413,
425,
208 USPQ 871, 881 (CCPA 1981). In establishing a prima facie
case of obviousness, it is incunmbent upon the exam ner to
provi de a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbine
reference teachings to arrive at the clainmed invention. See
Ex parte Capp, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nmust stemfrom sone
t eachi ng, suggestion or inference in the prior art as a whole
or fromthe know edge generally available to one of ordinary
skill in the art and not fromthe appellants’ disclosure.
See, for exanple, Uniroyal, Inc. v. Rudkin-WIley Corp., 837
F.2d 1044, 1051, 5 USPQ2d 1434,
1438 (Fed. Cir.), cert. denied, 488 U S. 825 (1988).

The appellants’ invention is in the field of welding

t oget her the ends of pipes by neans of a thernoplastic sleeve
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that is provided with a conductive coil so that the materi al
adj acent to the pipe can be heated. It is necessary to
determ ne, however, that a weld actually has been made and, as
acknow edged by the appellants, it was known at the tine of

their

invention to do so by providing the sleeve with an indicator
stemthat noved outward in response to the pressure devel oped
in the sleeve material by the heat of welding. The stem was
radially oriented and positioned in a recess in the sleeve so
that its free end was flush wth the outer surface of the

sl eeve

prior to welding, but was pushed outwardly by the sleeve
material as it expanded due to the heat of welding to a
position where it extended beyond the periphery of the sleeve.
However, according to the appellants, these indicating systens
could fail if thernoplastic material nelted by the heat of
wel di ng expanded outwardly around the stemthrough the recess
to an extent sufficient to escape to the peripheral surface of
t he sl eeve, which could weaken the connection and cause
overheating and burning (specification, page 2). The
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appel l ants’ invention overcones this deficiency by |ocating
the indicating stemin a recess that has stepped sides which
are engaged by the stemas it is forced outwardly so that the
stemseals the top of the recess and prevents material from
escapi ng therefrom

Sturm which was applied by the exam ner as the primry
reference, is an exanple of the prior art system over which
the appellants believe their invention to be an inprovenent.
Sturm di scl oses a thernoplastic sleeve (1) having a wire

wi ndi ng

(3) that can be energized to heat the surrounding sl eeve
material. A radially oriented indicator stem(20) is
integrally fornmed in the sleeve, positioned in a recess (21).
Upon the application of heat, the free end of the stemis
pushed outwardly to the position designated as 20'. What
Sturmfails to disclose or teach is, in the | anguage of claim
1, that the stemis

| ocated within a stepped recess, said stepped recess

prevents nolten thernoplastic material which cones

under increased pressure during welding fromflow ng

to a peripheral surface on the sleeve body due to

the stemcomng to rest against a correspondi ng
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surface of the stepped recess .

For this teaching, the exam ner |ooks to Kunnecke, taking the
position that an indicator neans |ocated in a stepped recess
i s taught by Kunnecke, and it woul d have been obvious to add
such a feature to the Sturmstructure “for the purpose of
preventing an overflow of thernoplastic material and [imting
t he extension of the indicator beyond the sleeve” (Answer,
page 4).

The thernopl astic pi pe connector sleeve disclosed by
Kunnecke is equipped wwth a recess (14) that has a narrowed
opening (19) at its open end. However, the Kunnecke i ndi cator
is much different in structure and operation fromthat of
Sturm It conprises a piston (17) located inwardly in the
recess and a stem (18) nmounted on the piston. The pistonis
| arger than the opening at the top of the recess, and the stem

is small enough to

be novable through it; thus, while the stem advances radially
outward when the piston noves under the pressure of the heated
thernoplastic material, the piston is precluded fromexiting
the recess. The piston and stemare not integral with the
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sl eeve, but are separate conponents, and the purpose of the
above-descri bed arrangenent is to limt the stemto “a
precisely defined travel distance . . . [which] leads to a
clearly defined good/bad indication” in response to the
di spl acenent of a specific quantity of material during
wel ding, that is, the anount of material that is required to
fill the recess (colum 4, lines 1-7). W also note that
Kunnecke is concerned about inappropriate novenent of the
non-integral piston and stemprior to welding, and neans to
hold it in the inward position until welding takes place is
provi ded (see columm 4, lines 16-24).

It is axiomatic that the nere fact that the prior art

structure could be nodified does not nake such a nodification

obvi ous unless the prior art suggests the desirability of
doing so. See, for exanple, In re Gordon, 733 F.2d 900, 902,
221 USPQ

1125, 1127 (Fed. Cr. 1984). In the present case, we fail to

per cei ve any teaching, suggestion or incentive which would

have | ed one of ordinary skill in the art to nodify Sturmin
t he manner proposed by the examiner. |In this regard, we first
f ocus
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on the fact that the indicator stemin Sturmis limted inits
outward novenent by virtue of the fact that it is integral
with the sleeve. Thus, no notivation would have existed for
one of ordinary skill in the art to provide stepped sides in
the recess for the purpose of limting its outward novenent,
which is one of the explicit reasons behind the presence of
this feature in Kunnecke. The other reason this is provided
in Kunnecke is to define a reservoir to receive a specific
anount of nelted thernoplastic material so that the stemis
driven outward a precisely defined distance, a requirenent
that is not present in the Sturmarrangenent. It also is
not abl e that Kunnecke has voi ced no concern for the probl em of
nolten material escaping fromthe recess, even though the
di scl osed construction inherently m ght prevent this from
occurring, and thus suggestion to nodify Sturmon the basis of
solving this problemis |acking.

From our perspective, the only suggestion for conbining
t he teachi ngs of Sturm and Kunnecke in the manner set forth by
the examiner in the rejection is found in the hindsight
accorded one who first viewed the appellants’ disclosure.

This, of course, is



Appeal No. 1998-0402
Application No. 08/490, 046

not a proper basis for a rejection under 35 U S.C. 8 103. See
In re Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1784 (Fed.
Cr. 1992). The conclusion follows that the conbi ned

t eachi ngs of

Sturm and Kunnecke fail to establish a prima facie case of

obvi ousness with regard to the subject matter recited in claim
1. This being the case, we will not sustain the rejection of
claim1 or, it follows, of clains 2-5, which are dependent

t her ef rom
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The decision of the exam ner i s reversed.

REVERSED

N—r

NEAL E. ABRAMS )
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge

N N N N N N N N N N N

NEA: hh
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Bachnman & Lapointe
900 Chapel Street, Suite 1201
New Haven, CT 06510-2802
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